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i'olicy a.no procedurtS fo r disclosim~. 2.rid ,m:ig,r,ment of Oh-'t1en:hip of poteiitie.lly patentabie inventio~,s 
cr~te.d in the courst of work e.t Auburn University or with more than incidental use of Aub:Jm 
Univer~ity rernurr.e.s. Er tenci,£ this requirement Lo fz~u tt~', st2ff, graduate Hudems ~nd visit.Dr£ i~voive.& 
ir. resu.rd:. 

i . A11 p~temiclly pater,lable jr,ventiom cor,cei ved or firsl reduced to practiu in whole or in part by 
!'i1emh~rs of the faculty or st.c.ff (including student employees) of the University in the course of ,heh 
University res~nsiLiJities or witr, m3re than iricidental use of Univeisity rernurces, shall be disclosed 
o;i 2, timely basis to the Univenity. Titk: to such inventions shall b::. a:ssigne:d to tlic University, 
regardless of the wurce of funding, if 2.ny. 

1.. The University shall she.re royatlies from invention!' assigned lo the University with the inve.mor. 

~- TI-1e irlventors, acting colleclively v.rhere there is more than one., may re:que£1 z v.1aive.r lo place their 
inventions in the public dom-11in if th~y ~lieve that would be in the best interes! of technology transfer 
znd if doing so is not in viol2ti on of the tenm of any z.greements that supp3r~ o;- relz1ed to the worI:. 

'-. lf the University cannot, o, de.ddes not to, proceed in 2 timely rmnner to petent and/or lic..ense an 
inve.ntion, il may reassign ownerrhip to the inventors UJnn request to the extent possible under the tenns 
of any agreements that supported or related to the Yvori:. 

~- Waivers of the provi!:ions of tliig policy (other than the p~rc,.entages of revenue from royalties ano 
eQUity to be distribated 10 the inventors) may be granted by the Vice President for Research or his 
designate on a case-by.case ba§is, giving considerntion among other thing§ to University obligation£ to 
sponsors, whether the waiver would be in the ~st interest of technology transfer, whether the waiver 
would bf. in th~ oost interest of th!- University and whether the waiver would result in a. conflict of 
interest. 1n addition, l.he Viec Presidenl for Research or his designate may e.,;pand upon t~e p:-ovisio;ii: 
and shall adopt rules, based on the samf: factors is v.ieH as appropriateness to the University's 
relationship with inventors, for the ownership of potentiaJJy patentable inventions created or discovered 
wrth more than incid~ntal u~ of University resources by students when not worl~ing as employeer of the 
UniversilY1 by visiting scholars and by others not in the University's employ. 
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IV. APPLICABILITY 
In addition to faculty and staff (including student emplo) ee~J. the prcl\ isions of the Uni, ersity's paten! 
policy will extend to: 

All graduate studems and postdoctoral fellows. 
Non-employees who participate or intend to participate in research projects at Auburn University 

(including visi ti ng faculty. industrial personnel. fellows. etc.) 

In the case of non-employee~. all potent ially patemahle inventiom conceived or first reduced to practice 
in whole or in part in the course of their participation in research projects at AU. or with more than 
incidental use of University resources . ~hall he disclosed on a timely basis to the University. and titk 
shall he a~signed to the Uni,·ersity. unless a waiver has heen apprn\'ed. 

1V. POLICY MANAGMENT 

Responsible Office: Office of Technology Tran sf er 

Responsible Executive: Assistant VP. Technology Transfer and Commercializat ion 

Responsible Officer: Director, OTT 

VJ. DEFINITIONS 

A. WHA'l IS A PATENT? 
~ 
; 

A U.S. patent is a grant issued by the U.S. Government giving an inventor the right to exclude all 
others from making, using. or selling the invention within the United States. its territories and 
possessions for a peri od of 20 years. When a patent application is filed. the U.S. Patent Office 
reviews it to ascertain if the invention is new. useful. and non-obvious and, if appropriate. grant\ 
a patent -- usually two to five years later. Other countries also grant similar patents. Not all 
patents are necessarily valuable or impervious to challenge. 

B. WHAT IS AN INVENTION? 

An invent ion is a novel and useful idea relating to processes. machines, manufactures. and 
compositions of mat ter. 1t may cover such th ings as new or improved devices. systems. circuits. 
chemical compounds, mixtures. etc. lt is probable that an invention has been made when 
something new and useful has been conceived or developed, or when unusual, unexpected. or 
nonobvious results have been obtained and can be exploited. 

An imention can be made ::-.oJeJy OJ JOJntly with other~ a'.> com\'en tor~. To ht n:cogrnzed legally. 
a co-inven tor must haw conceived of an essential element of an invention or contributed 
substant ially to the general concept. (See section 2.D. for information and procedure regarding 
the formal disclosure of an in,·ention.) 

C. PATENTABILITY 



Not all in ventions are patentable. Questions relating to paten tabi li ly are often complex and 
usually require professional assistance. 

I. General criteria for patentability 

An important cri terion of patentability is that an i1l\'enti on must not be obvious to a 
worker with ord inary ski ll in that particular field. It must also be novel, in the seme th<1t it 
not haYe been pre\·iously publicly known or used by others in this country or patented or 
described in a printed puhJication any\\'here. 

1 Loss of patentability 

Inventions that are patentable initially may become unpatentahle for a variety of reasom. 
An invention becomes unpatent ab lc in the United States un less a formal application is 
fil ed with the l.J.S. Patent Office within I 2 months of disc losure in a publ ication or of al1\ 
other action which results in the detai ls of the invention becoming generally aYailable. 
As U.S. patent law moves from a "first-to-i nvent .. system lo a "first-to-file .. sys tem. it 
will be increas ingly important for inventions 10 be protected as soon as practicable. 

3. Circu,mtant ial impairment of patentahility 

Many other ci rcurn~ tance~ may impair patentahility. such as lack or "diligence. " For 
example. unless there is a record of continuous acti\·ity in attempting to complete and 
perfect an i11\Tnt ion. it may he determined 1ha1 the invention has heen aban doned by the 
initial in\'enior. and priority given to a later il1\ entor \\ ho sh owed "due diligence.·· 

D. VALUE OF lJNPA TENTED INVENTIONS 

An in vention, al though unpatentahle for various reasons. may still be valuable and important -
for example. trade secrets and technical "know-how" encompassing proprietary infomiation of a 
valuable and confident ial nature . 

Agencies sponsori ng research at AU usually require repons of al l inventions. whether or not they 
are considered patentable. 

VII. POLICY PROCEDURES 

A . OFFICE O F SPONSORED PROGRAMS (OSP) 

OTT will work in conjunction \\ ith OSP to re\'iew the terms and condition~ of the Uni\' ersity·~ 
grants and contracts for compliance \,·ith Uni versity pol icies on in te J lectual propeny rights and 
openness in research. 



B. OFFICE OF TECHNOLOGY TRANSFER (OTT) 

The mission of OTT is to promote the transfer of AL1 technology for society's use and benefit 
while generating unrestricted income to support research. technology transfer and education. 
OTT is responsihle for 1he administration of the University's inventi on reporting and licensing 
program, the commercial evaluation of inventions. patent filing decisions. petitions to agencie\ 
for greater rights in inventions. the negotiation of licensing agreements with industry. and for 1he 
forming of startup companies. 

C PATENT AGREEMENTS 

By accepting employment or enrolling as a student. employees and s1uden1s agree that they are 
bound by the terms of this policy which vests ownership of inventions in the University under 
the circumstances outlined herein . All faculty. staff, student employ~es, graduate students and 
postdoctoral fellows must also sign the AU Universitv Patent and Cupyright Agreement (See 
APPENDIX lat the end ). In addition. non-employees who participaie or intend to participate in 
research projects at AU mmt also sign !he Patent and Copyright Agreement unless an agreement 
governing the intellectual prope11y rights of such non-employee has already heen executed 
between Auburn University and the individual"s employer through the OTT. 

Each depanment is responsible for getting the Pa1ent and Copyright Agreement signed. normal!) 
at the time of the individual's initial association with AU. 

D. INVEJ\'TJ ON DISCLOSl.lRES 

An invention disclosure is a document which provides information about inventor(s), whal wa~ 
invented, circumstances leading to the invention. and facts concerning subsequent activities. It 
provides the basis for a determination of patentability and the technical information for draft ing a 
patent application. An invention disclosure is also used to repon technology that may not be 
patented but is protected by other meam such as copyrights. 

Inventors must prepare and suhmir on a timely basis an invention disclosure for each poten1ially 
patentable invention conceived or first acrually reduced to practice in whole or in part in the 
course of rheir University responsibilities or with more than incidental use of University 
resources. 

A disclosure fom1 describing the invention and including other related facts must be prepared by 
the inventor and forwarded to OTT. Forms may be requested from the Office of Technology 
Transfer or from the web pages of the OVPR. Use of the on-line disclosure system is preferred. 

The following practical consideratiom relate to invention disclosures: 

l. Individuals covered by this pol icy are expected ro appl) reasonable judgment as to 
whether an invention has potential for commercial marketing. lf such commercial 
potential exists. the im ent ion should he considered "potentially patentable." and 
disclosed to AU. 



2. Individuals may not use University resources, including facilities. personnel. students. 
equipment. or confidential information. except in a purely incidental way. for any non­
Uni\'ersity purposes. including outside consulting acti\'ities or other acti\'ities in 
pursuit of personal gain . 

"More than incidental use of Un i,·ersity resources" would include: 

the use of specialized. research -related facilities. equipment or supplies. prm·ided 
by AU for academic purposes 
signi ficant use of "on-the-job" time. 

The occasional and infrequent use of the following would typically not constitute "more 
than incidental use of l lniversity resources": 

routinely available. office-type equipment. including desktop computers and 
commercially-available software 
reference materials or other resources collected on the At1 campus. and which are 
generally available in non-AU locations. 

E. ALTERNATJVE DJSPOSfTJON OF RlGHTS 

The in,·ento1. or in\'entors acting collecti,ely. when there are more 1han one . with the ad,ice ol 
OTT may request for inventions robe placed in the public domain if that would br in the best 
interest of technology transfer, and if doing so is not in viola ti on of the terms of any agreements 
that supported or governed the work. The University will not assert intellectual property rights 
when inventors have placed their inventions in the public domain. 

If OTT cannot, or decides not to. proceed in a timely manner to pa1ent and/or license an 
inven tion. OTT may reassign ownership to the inventor or inventors upon request to the extenI 
possible under the terms of any agreements that supported or related to the work. In the case of 
an inven ti on resulting from a government-sponsored project. where OTT cannot or chooses not 
to retain ownership. riglm would then typically he retained by the government. ln such cases, the 
inventor may request and be granted rights by the sponsoring agency to an invention made under 
such an award, provided th at a well-conceived and detailed plan for commercial development 
accompanies the request. Inventors are encouraged to consult with the OTT concerning their 
options regarding the release of intelJectual property. 

F. LICENSING 

The Uni\ersity encourages the development hy industry for public use and benefit of in, entions and 
technology resulting from Uni,ersity rcsearch. Jt recognizes tliat protection of proprietary rights in 
rhe form of c1 patent or copyright are often necessary - particularly with im entions deri,·ed from 



basic research - to encourage a company to risk the investment of its personnel and financial 
resources to develop the invention. In some cases an exclusive license may he necessary to pro\'ide 
an incentive for a company to undenake commercial development and prod uction. Nonexclusive 
licenses allow several companies to exploit an invention. 

The research and teaching missions of the University always take precedence over patent 
considerations. While the Uni versi ty recognizes the henefits of intellectual propeny development. it 
is most impo11ant that the direction of University research not be established or unduly influenced hy 
patent considerations or personal financial interests . 

OTT handles the evaluation. marketing. negotiatiom and licensing of Uni\ ersity-owned irnentiom 
with commercial potential. 

G. REVENUE FROM ROY AL TIES AND EQUITY DISTRIBUTIONS 

Pnor to declaring "net revenues: · the out-of-pocket costs sustained by Auburn uni\'ersity for (a) patent 
prosecution th ough attorney firms. (h) patenting and patent maintenance fees. (c) licensing and license 
maintenance costs, (d) evaluation or marketing services. and (e) uni\'ersity costs for patent infringement 
actions \\'ill he taken from gross re\ enues. Salaries and wages to empl oyees of A l1 OTT and the cost of 
OTI' operation are not considered out -of-pocket expenses. Net re\enue consequent to the above will he 
distributed as foll ows: 

1. 407c to the inventors prorated according to contribution: 
2. 45r7c to AU (distribution within All is elabora ted helow): and 
3. l 5c7c to OTT for operation and expenses. 

The 45o/c of the Net Revenue allocated to AU is meant for the support and promotion of research, 
research infrastructure. promotion of inventions. and transfer of university technology to wonhy external 
entities for the benefi t of the broader economy and society. Appropriate acti\'ities include but not limited 
to: 

l. The development of inventions and prototyping: 
2. Testing of inventions to improve commercialization: 
3. An infrastructure to do enabling "proof of concepts"; 
4. The investigation of markets . and business plan development: 
5. The creation and maintenance of a network of investors; 
6. An infrastructure to enable ne\v business startups based on AU in\'ent ions: 
7. Training on technol ogy transfer: 
8. Seed funds for additional research and development to further the in\'ention: and 
q 011wr 1111dtfincci <.JC'r" tn imprnw the cnrrnnrrcialin1i(\n nf irn t·nti,)n, 

The recommended share from the 451c distributions to AU is: 

1. ln\'entor·s research program= 207c 
2. Department= l So/c 
J College= 159!-



4. VPR = 507c (for use as prescribed aboveJ 

Disagreemenis in\'olving royalty distrihut ion will he re\'iewed and resoh·ed hy OTT: in\'ol ved partie~ 
may appeal the OTT resolution to the Vice President for Research. 

VIII. SANCTIONS 
As approved by AU Patent Comminee 

IX. EXCLUSIONS 
As approved by All Patent Committee 

X. INTERPRETATI ON 
Disputes about in terpretations of the policy and procedures to he addressed to the Vice President for 
Research by the aggrie\'ed part y for resol uti on. with Dpro\·i sion to appeal his/her decision to the Al 1 

President. 

APPENDIX I 

/,s requirE:d by t11e Bayh-Dole Act ( 1980'1. AU requrres the foll owing agreemen1 from ,ts personnel defined by \he ag,eement o, 
the Auburn University Patent Pol1q1 

I understand that, cons1sten1 w11h applicable laws and 1egulat1ons. Auburn University 1s governed ,n lhe handling of inlellectual 
proper1y by ils 0 H1c1al policies 11\led Auburn Un,vers11y Patent Policy as well as the Copyr,ght Pohcy. and I agree to abide by the 
lerms and cond111ons of those policies, as lhey may be amended from time to 1,me 

Pursuanl to those pohc1es. and in consideration of my employment by AU . the receipt of remuneration from AU, par11c,pat1on ,n 
projects adm,n,ste red by AU. access to or use of facilities provided by AU and/or other valuable consideration. I hereby agree 
as follows· 

I w,11 disclose lo AU nil potentially patentable inventions conceived or firs! reduced to pract1cE 1n whole or 1n pan 1n the 
course of my University respons1b1hlies or with more than 111c1dental use of University resources I funher agree 10 
assign and do hereby assign 10 AU all my r1ghl. lille and interesl ,n such potentially pa1en1able inventions and tc 
execute and delive r all documents and do any and all lh1ngs necessary and proper on my part to effect such 
assignment. 
(See Auburn Unrvers 11y Patent Pol icy for d1scuss1on related to this paragrapl1) 

2 I am free 10 place mv 1nven11ons ,n the public domRin as lon9 ;:;sin so doin9 ne,thPr I nor Al Jv,01;;1es thP IPrms c f ii"\' 

< :--1l:I '., {· . • ~ !; 1(·-1 ;_,~ ,( !f,(.( ; : , (- ·, . .., .~, ( , (.: ( 

3 AU policy states tha t all righ ts 1n copyr1gt11 shall remain with tt1 e creat or unless the work 

a 1s a work-for -hlfe (and copynght therefore vests ,n tt1e University under copynght law). 
b 1s suppor1ed by a direct allocation ol funds lhrough the Un1ve rs11y for the pursuit of a specific pro;ecl 
c 1s comm1ss1oned by the University 
d makes s1gnrf1can1 use of University resources or personnel. or 
e 1s otherwise subiect to contraclua l obl1gat1ons 



I agree to assign and do hereby assign or con firm in vmIIng lo AU all my nght, 11tle and inleres1, including 
associated copyright. In and lo copyngh1able materials fall ing under a) tlirough e) . above. 

4 I am now under no consulting or 0H1er obl1ga11ons to any 1t11rd person. organiza11on or cor pora1Ion In respec1 lo r1gtiIs 

In Invenl1ons or copyrigh!able materials which are. o: could be reasonabl')1 construed to be, In confl1cl wi th this 
agreement. 

NOTE An al1ernat1ve 10 this agreement may be appropr,a le lor personnel with a prior ex1slIng and conflicting 

employment agreemen1 that establishes a righl lo rntelleclual property In confl1cI wi1h AU polrc1es Personnel In this 

situat ion should con1act the OfticE of the Vice President for Resea rch 

5 I will not ente1 into any agreemEn1 creating copyrig h1 er paten/ obl1 gat1ons m confl1cl with this agreemEnt 

l r 1s agreement Is effect ive on my date of /we enrol/men!. or pcrt1c1pal1on In proiects administered by AU , and Is b1nd1ng on 

m e. my es tale heirs and assigns 

-------~--- -- -------
fJ\'ame] 




